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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 19 July 2007 . 
2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the rrierits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Ciaims 

4) 13 Claim(s) 15-34 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 15-34 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)\Z] objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the confection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tlie fee set 
forthi in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/19/07 
has been entered. 

Claims 15-34 are pending. 

The rejection of claims 23-33 on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5, 8-29 of copending Application 
No. 1 1/1 85025 is withdrawn in view of the filing of the terminal disclaimer. 

Response to Arguments 

Claim Rejections - 35 USC § 112 

Claim 16 remains rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the Invention. The reasons for this rejection are of record in the paper 
mailed 2/1/06. 

Applicants argues that the sequences are publically available and cite Pini et al J. 
Biol. Chem. Vol. 273 p. 21769 (1998) to show this. Table 2 of this reference shows 
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partial sequences of CDRs from heavy and light chains. If applicant were claiming 
those residues then this would be sufficient. However, applicant is claiming the whole 
antibody of LI 9 and El. Thus, the entire sequences need to be publically available. 



Claims 15-34 remain rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement, the claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The reasons for this rejection are of record in 
the paper mailed 9/1/05. 

Applicant states that the compound of Example 1 shows that Y is =C(CH3)2. 
While this is true, it only provides support for Y being =C(CH3)2 when F, D, R3, R2, B, 
El , E2, R4, b and X are also as stated in Example 1 . There is no support for Y being 
=C(CH3)2 when F, D, R3, R2, B, El, E2, R4, b and X are NOT as stated in Example 1. 
Thus, thus the claims still encompass matter not supported by the specification as 
originally filed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
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to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for detemnining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a). the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 

Claims 15-25, 27-30 and 32-33 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Neri et a! Nature Biotechnology Vol. 15 p. 1271 (11/97) in view of Viti 
et al Cancer Research vol. 59 p. 347 (1/99), applicant's admission in the sentence 
briding pages 7-8 of the specification and Licha et al US 6083485 (filed 11/7/97). This 
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rejection has been modified to include antibody E1 . The reasons for this rejection are of 
record in the paper mailed 2/1/06. 

Applicant provides a declaration showing unexpected results. First of all, the 
declaration is not commensurate in scope with the claimed invention. The declaration 
only shows 4 conjugates. There are many more than 4 conjugates in the claimed 
invention. Second, the data provided in the declaration is in vitro data using affinity 
chromatography. The data in the reference and the intended use of the conjugates in 
the claims is in vivo detection of cells. The in vitro data in the declaration is not 
correlatable to In vivo data for the following reasons: It is not clear how these conjugates 
would function in vitro in a cell system and even if applicant did use a cell system in 
vitro, the system the closest prior art uses is an in vivo. Thus, in order for there to be a 
direct comparison, the unexpected results should be done in the same system as the 
references. Furthermore, one cannot extrapolate the teaching of the declaration to the 
claimed invention because the /n vitro experimental data presented is clearly not drawn 
to subjects with tumor cells. Freshney (Culture of Animal Cells, A Manual of Basic 
Technique, Alan R. Liss, Inc., 1983, New York, p4) teach that it is recognized in the art 
that there are many differences between cultured cells and their counterparts in vivo. 
These differences stem from the dissociation of cells from a three-dimensional 
geometry and their propagation on a two-dimensional substrate. Specific cell 
interactions characteristic of histology of the tissue are lost. The culture environment 
lacks the input of the nervous and endocrine systems involved in homeostatic regulation 
in vivo. Without this control, cellular metabolism may be more constant in vitro but may 
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not be truly representative of ttie tissue from wtiich the cells were derived. This has 
often led to tissue culture being regarded In a rather skeptical light (p. 4, see Major 
Differences In Vitro). 

Claims 15-25, 27-30 and 32-34 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Neri et al Nature Biotechnology Vol. 15 p. 1271 (11/97) in view of VitI 
et al Cancer Research vol. 59 p. 347 (1/99), applicant's admission in the sentence 
briding pages 7-8 of the specification and Licha et al US 6083485 (filed 1 1/7/97) and 
Licha et al 6630570 (filed 4/1 2/99). The reasons for this rejection are of record in the 
paper mailed 6/22/06. 

Applicant's arguments have been addressed above. 

Specification 

The amendment filed 5/1/06 remains objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The reasons for this 
objection is of record in the paper mailed 6/22/06. 

Applicant's arguments have been addressed above. 
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Double Patenting 

Claims 23-33 remain directed to an invention not patentably distinct from claims 
1-5 and 8-29 of commonly.assigned 1 1/185025. The reasons are set forth in the office 
action mailed 6/22/06. 

While filing a tenninal disclaimer, applicant did not address the issue of common 
ownership. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheela J. HutT whose telephone number is 571-272- 
0834. The examiner can normally be reached on Tuesday and Thursday from 5:30am 
to 1 :30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Helms can be reached on 571-272-0832. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from tlie 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Sheela J HUff 
Primary Examiner 
Art Unit 1643 
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